V 

Amendment and Response to A8658 

Restriction Requirement 

U.S. Application No. 10/684,746 

REMARKS 

The claims have been amended to recite a subgenus of the elected species of Group I. 
Support for the claims is as follows: 



New 


Previous Claim or Specification 
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33; Specification p. 8, 1. 9 - p. 9, 1. 




5; Spec. p. 10, lines 10-19 
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Specification p. 9, lines 7-13 
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38-43 


69 


37 


70 


44 



In addition, in the specification and claims, the lower number of atoms in the range 
characterizing aryl groups has been changed from 1 to 6, correcting an obvious error. 

The specification and claims have also been revised to use more proper chemical 
nomenclature to describe the ester, ether and carbamate represented by any of R2, R5 or R6. This 
is an obvious clarification. Accordingly, no issue of new matter arises and entry of the 
amendment is requested, respectfully. 

A) Restriction Requirement 

The Examiner required election of one of the following groups for prosecution on the 

merits: 
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Group I - Claims 1-8, 33, 37-43, 45 and 49, drawn to products of the formula 
(I) wherein R 3 is aryl, or a linear, branched, or cyclic alkyl having from 1 to 10 carbon atoms and 
R 5 is the linking group, classified in various subclasses of classes 514, 544, 546 or 548. 

Group II - Claims 9-16, 34, 37-43, 45 and 49, drawn to products of the 
formula (I) wherein R 3 is -CH=(CH 3 ) 2 and R 5 is the linking group, classified in various 
subclasses of classes 514, 544, 546 or 548. 

Group III - Claims 17-34, 35, 37-43, 47 and 51, drawn to the products of 
formula (I) wherein R 2 is the linking group, classified in various subclasses of classes 514, 544, 
546 or 548. 

Group IV - Claims 25-32, 36, 37-43, 48 and 52, drawn to products fo the 
formula (I) wherein R 6 is the linking group, classified in various subclasses 514, 544, 546 or 548. 
Group V - Claim 44, drawn to methods of use for the products of the formula 

(I) 

In the paragraph bridging pages 5 and 6, the Examiner stated that, based upon the single 
genus elected, applicants could suggest a subgenus for examination. 

B) Rejoinder 

At pages 7-9, the Examiner advised that if product claims are elected and found 
patentable, method of use claims that are limited to the patentable product can be rejoined and 
examined. Currently, claim 70 is a method of use claim. 

Applicants respectfully request that any withdrawn method of use claims be rejoined and 
examined upon indication of patentable subject matter. 

C) Response to Restriction Requirement 
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In response to a Restriction Requirement, Applicants elect Group I as defined above. 

As a species Applicants elect the compound of claim 53, wherein 

R" is H, R, and R,' are -OCH 3 , R 2 is -CONHCH 2 CH 3 , R^s -OC(CH 3 ) 3 , R 5 is -CH 2 SH, 

and R 6 is H. 

Applicants suggest the following subgenus for examination. 
R," is H. 

Ri and R,' are the same or different and are F, N0 2 , CN, CI, CHF 2 , CF 3 , -NR 7 R 8 or -OR 9 , 
as recited in original claim 2 and claim 45. 

R 2 is -CONRioRn, as recited in original claim 1. 

R 3 is aryl or a linear, branched, or cyclic alkyl having 1 to 10 carbon atoms, as recited in 
original claim 1. 

R 4 is -OC(CH 3 ) 3 or phenyl, as recited in original claim L 

R 5 is -(CH 2 ) n SZ, -CO(CH 2 ) n SZ, -(CH 2 ) n CH(CH 3 )SZ, -CO(CH 2 ) n CH(CH 3 )SZ, 
-(CH 2 ) n C(CH 3 ) 2 SZ, -CO(CH 2 ) n C(CH 3 ) 2 SZ, -CONR 12 (CH 2 ) n SZ, -CONR 12 (CH 2 ) n CH(CH 3 )SZ, 
-CONRi 2 (CH 2 ) n C(CH 3 ) 2 SZ, -CO-morpholino-XSZ, -CO-piperidino-XSZ, -CO-piperazino-XSZ, 
or -CO-Af-methylpiperazino-XSZ, wherein 

Z is H or SR, wherein R and Ri 2 are the same or different and are linear, branched, or 
cyclic alkyl having 1 to 10 carbon atoms, or simple or substituted aryl having 6 to 10 carbon 
atoms or heterocyclic, and R ]2 in addition can be H, 

X is a linear alkyl or branched alkyl having 1 to 10 carbon atoms, and 

n is an integer of 1 to 10, as recited in original claim 7. 

R6 is H. 
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This subspecies is the same as that prosecuted in US Application No. 09/933,018, now 
USP 6,372,738, except that R\ and Rr are now the options other than H, as examined, for 
example, in US Application No. 10/207,814, now USP 6,706,708. 

The claims have been amended to recite this subgenus. 

If any points remain in issue which the Examiner feels may be best resolved through 
a personal or telephone interview, the Examiner is kindly requested to contact the 
undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 
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SUGHRUE MION, PLLC Susan J Mac 

Telephone: (202) 293-7060 Registration No. 30,951 

Facsimile: (202) 293-7860 



WASHINGTON OFFICE 



23373 

CUSTOMER NUMBER 

Date: August 10, 2004 
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